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UKIPO will then assess whether the mark fails on absolute 
grounds.  If it does, the examiner will issue a report detailing the 
reasons why.  Applicants have a period of not less than one month 
to resolve issues raised.  Following examination, the mark is 
published for a two-month opposition period (extendable to three 
months) and may be opposed based on relative grounds at this 
stage.  Once the opposition period expires (or opposition proceed-
ings conclude), the application will proceed to registration.

2.5	 How is a trade mark adequately represented?

See question 2.1 above.

2.6	 How are goods and services described?

The UKIPO uses the Nice Classification system, which groups 
goods and services into 45 ‘classes’, each of which contains a 
list of pre-approved terms.  Although each class has its own 
heading, these headings should not be relied upon and appli-
cants should list each good or service for which they wish to 
register the mark within each class.

2.7	 To the extent ‘exotic’ or unusual trade marks can be 
filed in your jurisdiction, are there any special measures 
required to file them with the relevant trade mark 
authority?

In the case of unusual marks such as 3D marks, this could be 
by way of photograph or computer-generated image and gener-
ally multiple views of the mark will be expected to be provided.  
However, the maximum file size that may be uploaded to the 
UKIPO is 20MB. 

Sound marks must be submitted by an audio file reproducing 
the sound unless they are simple melodies, in which case they 
may also be represented in musical notation.  The maximum file 
size is 2MB.

Motion marks must be submitted as video files or a series of 
sequential still images.  The maximum file size is 20MB. 

2.8	 Is proof of use required for trade mark registrations 
and/or renewal purposes?

No, proof of use is not required for a trade mark to be registered 
or for renewal purposes in the UK.  However, to file a UK trade 
mark application, the applicant must give a declaration that the 
trade mark is being used by the applicant, or with his or her 
consent, in relation to the goods or services applied for, or that 
there is a bona fide intention that it will be used in this way.

12 Relevant Authorities and Legislation

1.1	 What is the relevant trade mark authority in your 
jurisdiction? 

The relevant authorities are the UK Intellectual Property Office 
(the ‘UKIPO’), the High Court of England & Wales, the Court 
of Session in Scotland and the High Court of Northern Ireland.

1.2	 What is the relevant trade mark legislation in your 
jurisdiction?

The pertinent legislation is the Trade Marks Act 1994 (the ‘TMA’).

22 Application for a Trade Mark

2.1	 What can be registered as a trade mark?

The mark must be a sign capable of:
(1)	 being represented in a manner that enables competent 

authorities and the public to determine the clear and 
precise subject matter of the protection afforded to its 
proprietor; and

(2)	 distinguishing the goods or services of one undertaking 
from those of other undertakings.

A trade mark may consist of words (including personal 
names), designs, letters, numbers, colours, sounds or the shape 
of goods or their packaging. 

2.2	 What cannot be registered as a trade mark?

A trade mark may be refused registration on ‘absolute’ or ‘rela-
tive’ grounds (see sections 3 and 4 below).

2.3	 What information is needed to register a trade 
mark?

The application must contain: a representation of the mark; 
the classes of goods and services for which the mark is being 
applied; and administrative details such as the name and address 
of the applicant.

2.4	 What is the general procedure for trade mark 
registration?

An application must first be submitted to the UKIPO.  The 
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32 Absolute Grounds for Refusal

3.1	 What are the absolute grounds for refusal of 
registration?

The following absolute grounds apply:
■	 the mark is not capable of distinguishing the goods and 

services of one undertaking from other undertakings, or the 
mark has not been represented in a clear and precise manner;

■	 the trade mark consists exclusively of a shape or other 
characteristic that:
■	 results from the nature of the goods;
■	 is necessary to obtain a technical function; or
■	 gives substantial value to the goods in question;

■	 the mark is devoid of distinctive character;
■	 the mark is descriptive of the goods and services in question;
■	 the mark is customary in the relevant trade;
■	 the mark is contrary to public policy or principles of morality;
■	 the mark is deceptive;
■	 use of the mark is prohibited by law;
■	 the application has been made in bad faith; or
■	 the mark consists of or contains protected emblems.

3.2	 What are the ways to overcome an absolute 
grounds objection?

A response to an absolute grounds objection must be filed 
within two months of receipt of the examination report.  How 
the objection is overcome will depend on the objection that has 
been raised.  Many objections focus on unclear trade mark speci-
fications (i.e. the list of goods and services) and can be overcome 
by clarifying the terms included in the specification.

Alternatively, if refusal is based on the mark being devoid 
of distinctive character or being descriptive of the goods or 
services in question, the applicant may seek to prove that the 
mark has acquired distinctiveness over time through use of the 
mark alongside the relevant goods or services.

3.3	 What is the right of appeal from a decision of 
refusal of registration from the Intellectual Property 
Office?

Any decision from the UKIPO can be appealed to either the 
Appointed Person or the High Court in England, Wales and 
Northern Ireland and the Court of Session in Scotland.

3.4	 What is the route of appeal?

There are two routes: (1) to an Appointed Person; or (2) to the 
High Court in England, Wales and Northern Ireland and the 
Court of Session in Scotland.

42 Relative Grounds for Refusal 

4.1	 What are the relative grounds for refusal of 
registration?

The following relative grounds apply:
(1)	 The sign being applied for is identical to an earlier trade 

mark registered for identical goods or services.
(2)	 The sign is identical or similar to an earlier trade mark 

registered for identical or similar goods or services and 
there is a likelihood of confusion with the earlier mark on 
the part of the average consumer.

2.9	 What territories (including dependents, colonies, 
etc.) are or can be covered by a trade mark in your 
jurisdiction?

UK trade marks cover England, Wales, Scotland, Northern 
Ireland and the Isle of Man.

2.10	 Who can own a trade mark in your jurisdiction?

Any natural or legal person can own a trade mark in the UK.

2.11	 Can a trade mark acquire distinctive character 
through use?

Yes, a trade mark can acquire distinctive character through use.

2.12	 How long on average does registration take?

If no objections or oppositions are raised, registration of a mark 
takes approximately four months.  If objections or oppositions 
are raised, it can take considerably longer.

2.13	 What is the average cost of obtaining a trade mark 
in your jurisdiction?

At the UKIPO, a standard online application for registration 
of a mark in one class is £170.  An additional £50 is charged 
per additional class in the application.  This excludes associated 
professional fees of a law firm/trade mark attorney.

2.14	 Is there more than one route to obtaining a 
registration in your jurisdiction?

There are currently two routes: a UK trade mark issued by the 
UKIPO; or an international registration obtained through the 
Madrid Protocol designating the UK. 

2.15	 Is a Power of Attorney needed?

No, a Power of Attorney is not required.

2.16	 If so, does a Power of Attorney require notarisation 
and/or legalisation?

This is not applicable.

2.17	 How is priority claimed?

Priority is claimed at the application stage.

2.18	 Does your jurisdiction recognise Collective or 
Certification marks?

Yes, such marks are recognised in the UK.
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62 Registration

6.1	 What happens when a trade mark is granted 
registration?

A registration certificate is issued.

6.2	 From which date following application do an 
applicant’s trade mark rights commence?

UK registered trade mark rights take effect from the date of 
filing or the date of filing of a trade mark registration from 
which priority is claimed.

6.3	 What is the term of a trade mark?

UK trade marks are valid for 10 years from the date of filing but 
can be renewed indefinitely.

6.4	 How is a trade mark renewed?

A trade mark may be renewed online by submitting a TM11 
form at the UKIPO up to six months before or six months after 
the expiry date of the registration.

72 Registrable Transactions

7.1	 Can an individual register the assignment of a trade 
mark?

Yes, such registration is possible.

7.2	 Are there different types of assignment?

Assignments may be for the entire trade mark registration, i.e. 
for all goods/services for which the mark is registered; or assign-
ments may be partial, i.e. for some but not all goods/services.

7.3	 Can an individual register the licensing of a trade 
mark?

Yes, such registration is possible.

7.4	 Are there different types of licence?

Licences may be exclusive or non-exclusive.  Exclusive licences 
give the licensee an exclusive right to use the trade mark regis-
tration to the exclusion of all others, including the trade mark 
proprietor.  A non-exclusive licence can be granted to any 
number of licensees.

7.5	 Can a trade mark licensee sue for infringement?

Yes, where the licence provides for this, or if the trade mark 
owner otherwise consents.  In addition, where an exclusive 
UKTM licence contains a provision granting the licensee the 
same rights and remedies as if it had been an assignment, the 
exclusive licensee can bring infringement proceedings in their 
own name.

(3)	 The sign is identical or similar to an earlier trade mark and 
the earlier mark has a reputation in the UK, and the use of 
the later mark without due cause would take unfair advan-
tage of, or be detrimental to, the distinctive character or 
repute of the earlier trade mark.

(4)	 The use of the sign could be prevented in the UK by virtue 
of any rule of law, in particular due to unregistered trade 
mark rights or other signs used in the course of trade in 
the UK, protection of designations of origin/geographical 
indicators or the laws of copyright.

4.2	 Are there ways to overcome a relative grounds 
objection?

It is possible to overcome relative grounds arguments by success-
fully defending the opposition raised, or reaching a compromise 
with the opponent; for example, by amending the specification 
of the trade mark application so that it does not conflict with the 
third party’s earlier rights.  Note that the UKIPO does not ex 
officio raise relative grounds objections; it is down to third parties 
to oppose the application in question.

4.3	 What is the right of appeal from a decision of 
refusal of registration from the Intellectual Property 
Office?

See question 3.3 above.

4.4	 What is the route of appeal?

See question 3.4 above.

52 Opposition

5.1	 On what grounds can a trade mark be opposed?

A trade mark can be opposed on absolute and/or relative grounds.

5.2	 Who can oppose the registration of a trade mark in 
your jurisdiction?

Anyone may oppose a trade mark application on the basis of 
absolute grounds but only owners of earlier rights may oppose a 
registration on the basis of relative grounds.

5.3	 What is the procedure for opposition?

A third party may oppose a trade mark application within two 
months of its publication in the Trade Marks Journal.  It is 
possible to extend this period by a further month by filing a 
‘Notice of threatened opposition’.

The applicant is given two months from the date of notifica-
tion of the opposition to file their defence.  

The opponent and applicant may then submit further evidence 
in turn before the hearing officer issues their decision.

Cooling-off periods for the discussion of settlement and 
suspensions of the proceedings are available on joint request of 
the parties.

In most instances, a hearing officer will give their decision on 
the opposition based on written submissions alone, but some-
times an oral hearing will be held.
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Additionally, where the five-year non-use period has expired, 
but use of a trade mark resumes at least three months before an 
application for revocation is made, the registration shall not be 
revoked.  This exception will not apply to any commencement of 
use that occurs within three months of an application for revo-
cation, unless there is evidence that preparations for commence-
ment of use began before the proprietor became aware of the 
application.

For other grounds of revocation beyond non-use, the defence 
consists of arguing that the ground has not been established.

8.5	 What is the route of appeal from a decision of 
revocation?

Appeal may be made either to the Appointed Person or to the 
High Court.

92 Invalidity

9.1	 What are the grounds for invalidity of a trade mark?

Registration of a mark in breach of absolute or relative grounds 
for refusal.

9.2	 What is the procedure for invalidation of a trade 
mark?

A TM26(I) form should be filed to begin invalidity proceed-
ings.  Both parties will then be given opportunities to submit 
evidence.  A hearing may be requested, following which the 
hearing officer will issue a decision.

9.3	 Who can commence invalidation proceedings?

Any person can bring invalidity proceedings based on absolute 
grounds for refusal, but only a proprietor or licensee of an earlier 
mark can bring proceedings on relative grounds.

9.4	 What grounds of defence can be raised to an 
invalidation action?

Acquiescence (for relative grounds) or acquired distinctiveness 
(for certain absolute grounds) can be raised.  For other grounds 
of invalidity, the defence consists of arguing that the ground has 
not been established.

9.5	 What is the route of appeal from a decision of 
invalidity?

Appeal may be made either to an Appointed Person or to the 
High Court.

102 Trade Mark Enforcement

10.1	 How and before what tribunals can a trade mark be 
enforced against an infringer?

A UK trade mark may be enforced against an alleged infringer 
of the mark in the High Court, the Intellectual Property Enter-
prise Court (the ‘IPEC’) or in certain County Courts.

7.6	 Are quality control clauses necessary in a licence?

Quality control clauses are necessary to prevent licensees from 
using marks in such a way that might make them vulnerable to 
revocation.

7.7	 Can an individual register a security interest under 
a trade mark?

Yes, such registration is possible.

7.8	 Are there different types of security interest?

As trade marks are considered intangible property, security 
usually takes the form of a mortgage or charge.

82 Revocation

8.1	 What are the grounds for revocation of a trade 
mark?

The following grounds apply:
(1)	 No genuine use of the trade mark has been made by 

the trade mark owner or with its consent for five years 
following registration in relation to the goods/services for 
which the trade mark was registered, or there has been an 
interruption of such use for a consecutive period of five 
years, and in each case no proper reason for non-use.

(2)	 As a result of acts or omissions by the trade mark owner, 
the mark has become the common name in the trade for 
goods/services for which it is registered.

(3)	 As a result of the use made of it, the trade mark is liable to 
mislead the public as to the nature, quality or geographical 
origin of the goods or services.

8.2	 What is the procedure for revocation of a trade 
mark?

The applicant of the revocation action must submit a TM26(N) 
form (non-use grounds) or a TM26(O) form (other grounds) to 
the UKIPO.  The UKIPO will serve this on the trade mark 
owner who will have two months to file a defence and counter-
statement, which will in turn be served on the applicant.  

Submissions and the filing of evidence will be timetabled 
subsequently.

Once a hearing has taken place or the submissions have been 
filed and reviewed, a hearing officer will issue a decision in 
writing.

8.3	 Who can commence revocation proceedings?

Any natural or legal person may commence revocation 
proceedings.

8.4	 What grounds of defence can be raised to a 
revocation action?

Where an action on the grounds of non-use has been filed, the 
burden of proof rests with the owner to demonstrate genuine 
use or show that there are proper reasons for non-use.
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10.7	 After what period is a claim for trade mark 
infringement time-barred?

After the expiry of six years from the date of the last infringe-
ment unless there has been deliberate concealment, fraud, or a 
procedural mistake.

10.8	 Are there criminal liabilities for trade mark 
infringement?

Yes, criminal liabilities exist.  In general, these offences relate to 
dealing in counterfeit and ‘grey market’ goods.

10.9	 If so, who can pursue a criminal prosecution?

The Crown Prosecution Service or Trading Standards most 
commonly pursue such actions, but individual trade mark 
owners may also do so.

10.10	 What, if any, are the provisions for unauthorised 
threats of trade mark infringement?

A person aggrieved by an unjustified threat of trade mark 
infringement proceedings may initiate proceedings seeking 
a declaration that the threat was unjustified, an injunction 
preventing the threats from being continued, and damages in 
respect of any losses resulting from the threat.  It is a defence to 
show that the threat was justified, i.e. that the acts alleged do in 
fact constitute infringement.

A communication contains a ‘threat’ if a reasonable person 
would understand that a registered trade mark exists and there 
is an intention to bring infringement proceedings in relation to 
an act done in the UK.

Threats made about use in relation to services, rather than 
goods, are not actionable.

112 Defences to Infringement

11.1	 What grounds of defence can be raised by way of 
non-infringement to a claim of trade mark infringement?

Defendants can argue that the conditions for establishing 
liability are not present, e.g.: use was with consent; is not liable 
to affect the functions of the trade mark; is not ‘in the course of 
trade’; is not in relation to goods/services; and no likelihood of 
confusion, etc.

11.2	 What grounds of defence can be raised in addition 
to non-infringement?

There are various grounds of defence, contained within sections 
11, 11A and 12 of the TMA, including but not limited to: use 
of indications as to the characteristics of goods/services; use 
that is necessary to indicate the intended purpose of a product 
or service; use of an individual’s own name or address, in each 
case in accordance with honest practices; use of a later regis-
tered trade mark that would not be declared invalid in invalidity 
proceedings; use where the mark asserted is liable to revocation 
for non-use; and use in relation to goods already placed on the 
EEA with the trade mark owner’s consent (exhaustion).  Other 
grounds include honest concurrent use and acquiescence/delay/
estoppel.

10.2	 What are the key pre-trial procedural stages and 
how long does it generally take for proceedings to reach 
trial from commencement?

The key pre-trial steps may include:
■	 exchange of pleadings;
■	 attending a Case Management Conference to determine 

the timetable and any evidential issues;
■	 disclosure; and
■	 exchange of evidence and any expert reports.  The Civil 

Procedure Rules Directive on Pre-Action Conduct sets out 
guidance for the parties, which includes ensuring that they 
understand each other’s positions, and making reasonable 
attempts to settle the proceedings.

On average, proceedings in the Chancery Division of the 
High Court will reach trial between 18 months and two years 
from commencement, though there is a shorter trial scheme that 
can take around nine months.  The timetable in the IPEC is 
usually quicker.

10.3	 Are (i) preliminary, and (ii) final injunctions 
available and if so, on what basis in each case?

Preliminary (or ‘interim’) and final injunctions are available.
Preliminary injunctions require there to be a serious question 

to be tried, that the balance of convenience favours the claimant, 
and that the claimant will suffer irreparable harm to their busi-
ness if the defendant’s activities continue (or commence).  The 
claimant must also act with urgency.

A Court will typically award a final injunction if infringement 
is established, but the Court exercises its discretion in each case.

10.4	 Can a party be compelled to provide disclosure of 
relevant documents or materials to its adversary and if 
so, how?

Yes, assuming those documents/materials fall within the scope 
of the ‘disclosure’ that the Court has directed.  Disclosure varies 
depending on whether proceedings are issued in the IPEC or 
the High Court and what form of disclosure the Court has 
ordered.  E.g., if the Court orders standard disclosure, a party 
must disclose documents that support or adversely affect his or 
another party’s case, and which have been retrieved following a 
proportionate search.  A party may also apply to the Court for 
specific disclosure of relevant documents, where it believes that 
the current disclosure is inadequate. 

10.5	 Are submissions or evidence presented in writing 
or orally and is there any potential for cross-examination 
of witnesses?

Written submissions are made in the form of a skeleton argu-
ment.  These are supplemented by oral submissions.  Written 
evidence is provided to the Court, and will not be presented 
orally unless a witness is called for cross-examination.

10.6	 Can infringement proceedings be stayed pending 
resolution of validity in another court or the Intellectual 
Property Office?

In theory, yes, but in practice the Court is reasonably unlikely 
to do so.



305Bird & Bird LLP

Trade Marks 2023

15.2	 To what extent does a company name offer 
protection from use by a third party?

Company names offer protection against third parties using 
the same or similar names, if the criteria for a passing-off claim 
are met (see question 15.1 above).  A company can also raise 
a dispute with the Company Names Tribunal about a similar 
third-party company name.

15.3	 Are there any other rights that confer IP protection, 
for instance book title and film title rights?

Not unless the title is registered as a trade mark, meets the 
conditions for a passing-off claim, or is itself protected by copy-
right (unlikely).  There is no separate statutory regime.

162 Domain Names

16.1	 Who can own a domain name?

Any legal or natural person.

16.2	 How is a domain name registered?

A domain name may be registered via accredited registrars or 
registration service providers.

16.3	 What protection does a domain name afford per se?

Unless passing off can be established, having a domain name 
itself offers very little protection against third-party use of a 
similar name, other than preventing others from registering the 
same domain name.

16.4	 What types of country code top-level domain 
names (ccTLDs) are available in your jurisdiction?

.co.uk and .uk ccTLDs are the most commonly used ccTLDs in 
the UK.  However, others such as .org.uk, .cymru and .wales are 
also available. 

16.5	 Are there any dispute resolution procedures for 
ccTLDs in your jurisdiction and if so, who is responsible 
for these procedures?

Nominet is the registry for .uk domains.  Nominet operates 
an online dispute resolution service in the event of a dispute 
relating to a .uk domain.  If the case cannot be settled by medi-
ation, an expert independent adjudicator will make a binding 
decision on the dispute. 

172 Current Developments

17.1	 What have been the significant developments in 
relation to trade marks in the last year?

Well-known trade marks
New Regulations have been brought into force that amend 
section 56 TMA rules governing ‘well-known trade marks’.  The 
amendments: 

122 Relief

12.1	 What remedies are available for trade mark 
infringement?

The following remedies are available: declarations; injunctions; 
damages or an account of profits; delivery up and destruction of 
goods; or publication of the judgment.

12.2	 Are costs recoverable from the losing party and if 
so, how are they determined and what proportion of the 
costs can usually be recovered?

Normally, the unsuccessful party will be ordered to pay the 
successful party’s costs.  These costs are usually assessed after 
the trial and can be subject to a detailed assessment by the 
Court if the parties do not agree on an amount to be paid.  In 
a case where Court-approved costs budgets are in place and not 
exceeded, the successful party can expect to recover the vast 
majority of its costs.  Note that cost recovery in the IPEC is 
capped at set levels. 

132 Appeal

13.1	 What is the right of appeal from a first instance 
judgment and is it only on a point of law?

Appeals are only on a point of law.  Permission is required from 
either the first instance judge or Court of Appeal.  Such permis-
sion will be given where the Court considers that there is a real 
prospect of success or another compelling reason for the appeal 
to be heard.

13.2	 In what circumstances can new evidence be added 
at the appeal stage?

The circumstances are very limited and normally limited to 
where the evidence could not have reasonably been obtained 
for use in the lower Court, and where the use of such evidence 
would have had a real impact on the result of the case.

142 Border Control Measures

14.1	 Is there a mechanism for seizing or preventing the 
importation of infringing goods or services and if so, 
how quickly are such measures resolved?

Yes, by filing a Customs notice.  The mechanism usually resolves 
issues very quickly unless the importer objects to the destruction 
of the goods (fairly rare), in which case the trade mark owner 
may be required to bring Court proceedings for a declaration of 
infringement, which will slow the process down.

152 Other Related Rights

15.1	 To what extent are unregistered trade mark rights 
enforceable in your jurisdiction?

Unregistered trade marks are enforceable in the UK through 
‘passing-off’ actions.  The claimant must establish that: it owns 
‘goodwill’ in the mark; there has been a misrepresentation 
leading to deception of the public; and this has caused or is likely 
to cause the claimant damage.
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Lifestyle Equities CV v Amazon UK Services Ltd [2022] EWCA 
Civ 55
The Court of Appeal overturned the High Court’s ruling that 
various ‘BEVERLY HILLS POLO CLUB’ UK and EU regis-
tered word and logo marks were not infringed by sales through 
various Amazon platforms.  The platforms enabled UK and 
EU consumers to buy goods that had been lawfully manufac-
tured, marketed and sold in the US with a US rights holder’s 
consent, which was found to constitute ‘use’ in the UK and so 
infringe the claimant’s UK trade marks.  This case has been 
given permission to be appealed to the Supreme Court.

Montres Breguet SA and others v Samsung Electronics Co Ltd 
and another [2022] EWHC 1127 (Ch)
The High Court ruled that Samsung had infringed certain trade 
marks owned by the Swatch group of watchmakers by allowing 
consumers to download digital watch face apps (made by third-
party app developers) that could be used on Samsung’s smart-
watches.  The main issues in the case are the extent to which 
Samsung can be said to be primarily liable for ‘using’ infringing 
marks deployed in third-party apps hosted in the Samsung app 
store, and to what extent Samsung can benefit from a hosting 
defence.  This case is subject to appeal at the Court of Appeal. 

17.3	 Are there any significant developments expected in 
the next year?

See Retained EU Law (Revocation and Reform) Bill 2022 
comments above at question 17.1.

The Supreme Court’s decision is expected this year following 
the Sky v SkyKick [2021] EWCA Civ 1121 appeal.  The Court 
of Appeal had overturned the High Court’s decision to restrict 
terms within the specifications of Sky’s trade mark registrations 
on the grounds of bad faith, as it held that a lack of intention to 
use a trade mark, as a solitary factor, would not amount to bad 
faith.  Such bad faith was held to only arise when those circum-
stances are coupled with objective, relevant and consistent 
indicia of an additional positive intention that was incon-
sistent with the functions of a trade mark.  It was stated that the 
absence of a plan to use the trade mark for all potential sub-divi-
sions of the term ‘computer software’ would not amount to bad 
faith and, due to Sky’s business activities, they had an obvious 
commercial justification for applying for computer software. 

17.4	 Are there any general practice or enforcement 
trends that have become apparent in your jurisdiction 
over the last year or so?

There has been a substantial increase in the number of trade 
mark applications covering metaverse and virtual asset-related 
goods and services due to businesses acknowledging the poten-
tial and popularity of such offerings both now and in the future. 

	■ Give holders of unregistered well-known trade marks (as 
defined in Article 6bis of the Paris Convention) the right to 
prohibit the use of a conflicting trade mark on dissimilar 
goods or services.  Beforehand, this right only related to 
use on similar goods or services.

	■ Extend the provisions on well-known trade marks to the 
UK.  Beforehand, they only applied for the benefit of 
nationals of countries signatory to the Paris Convention 
other than the UK, and to those who are domiciled in, or 
had a real and effective industrial or commercial establish-
ment in, such countries. 

These changes will ensure compliance with Article 240 of the 
Trade and Cooperation Agreement where the UK committed to 
applying WIPO’s Joint Recommendation Concerning Provisions 
on the Protection of Well-Known Marks, published in 2000.

Retained EU Law (Revocation and Reform) Bill 2022
The government introduced the Retained EU Law (Revoca-
tion and Reform) Bill on 22 September 2022, which is currently 
going through the legislative scrutiny process.  The aim of the 
Bill is to make it easier to amend, repeal or replace EU law 
retained in UK statute, make it simpler to depart from EU case 
law, and reduce regulatory burdens and costs on UK businesses.  
If it were to pass in its current form, the Retained EU Law would 
expire on 31 December 2023 unless preserved in some form, 
and where it is decided that EU law should be preserved, then it 
will be ‘assimilated’ into domestic law. 

UK address for service in UKIPO inter partes proceedings
On 25 January 2023, the UKIPO published a new Tribunal Prac-
tice Notice following the Appointed Person’s decision in Tradeix 
Ltd v New Holland Ventures Pty Ltd (BL O/681/22) providing for 
new rules for effective service in proceedings against trade marks 
without a valid UK address.  Except for oppositions filed against 
international registrations designating the UK, the UKIPO will 
write to the owner requesting a UK address to be provided.  Prior 
to this Practice Notice, holders could be provided with proceed-
ings documents to non-UK addresses (if applicable) and the 
UKIPO had deemed such action to constitute effective service 
to start the clock ticking for the two-month defence filing period.

17.2	 Please list three important judgments in the trade 
marks and brands sphere that have been issued within 
the last 18 months.

Tradeix Ltd v New Holland Ventures Pty Ltd (BL O/681/22)
The Appointed Person decided that the UKIPO does not 
have any power to serve outside of the UK and service could 
not validly be effective without having first obtained a UK 
address for service for the contested right.  See comment on UK 
addresses for service at question 17.1 above. 



307Bird & Bird LLP

Trade Marks 2023

Daniel Anti is an associate in Bird & Bird’s Intellectual Property department, specialising in brand management with a particular focus on 
trade marks and designs.
Daniel has experience in assisting clients across a broad range of industries and stages, advising on a brand’s full lifecycle – from clearance 
searches, brand audits, development and expansion, registration, multi-jurisdiction filing projects, regulatory compliance through to licensing 
and dispute resolution.
Daniel’s approach is to provide clients with thorough and transparent advice that is aligned with their business strategy and ambitions and 
to expose himself to the realities of clients’ industries to understand how they can thrive in their market in both the short and long term.
He has been a contributor to the Chartered Institute of Patent Attorneys Journal commenting on up-to-date case law and is also a contributor 
to Bird & Bird’s international publications BrandWrites and DesignWrites.

Bird & Bird LLP
12 New Fetter Lane
London EC4A 1JP
United Kingdom

Tel:	 +44 20 7415 6000
Email:	 daniel.anti@twobirds.com
URL:	 www.twobirds.com

Nick Aries is a partner and co-head of the firm’s representative (non-US law) office in San Francisco.  He advises on and coordinates European 
and UK IP law matters for US-based companies.
Nick is adept at identifying and advising on IP issues in the digital economy, including copyright and trade mark questions raised by online 
services and social media.  He also advises on multi-jurisdictional IP litigation and strategy.  Alongside this, his practice covers transactional 
IP work such as licensing (particularly, brand licensing arrangements), and advice on the IP aspects of large-scale corporate restructures 
and reorganisations.
Nick has been recognised by World Trademark Review as one of the World’s Leading Trademark Professionals.
Nick’s UK litigation experience covers trade mark infringement and passing off, breach of licence/coexistence agreement, trade secrets, and 
designs.  Example UK cases include Merck KGaA v MSD, Maier v Asos, Kenexa v Alberg, Codemasters Software v ACO and Daimler v Sany.

Bird & Bird (America) LLP
535 Mission Street, 14th Floor
San Francisco, CA 94105
USA

Tel:	 +1 415 463 7468
Email:	 nick.aries@twobirds.com
URL:	 www.twobirds.com

Bird & Bird has led the way in protecting the ideas that have made some of 
the world’s greatest companies successful, and today we are recognised 
as a global leader in intellectual property.
Particularly commended for its strength in IP strategy and litigation, it is 
this first-class reputation that allows the firm to attract and retain world-
leading advisors and litigators.
The majority of the firm’s work is cross-border in nature, and it is regu-
larly called on to advise on ground-breaking trade mark cases.  Due to its 
geographic spread, it provides invaluable experience on the approach and 
attitude of the Courts in different jurisdictions, which enables it to devise 
and tailor litigation strategies accordingly.
Not only does the firm have the range and depth of expertise, but with 
almost 1,400 specialist lawyers across 31 offices, it has numbers in force.

www.twobirds.com @twobirdsIP



Alternative Investment Funds
Anti-Money Laundering
Aviation Finance & Leasing
Aviation Law
Business Crime
Cartels & Leniency
Class & Group Actions
Competition Litigation
Construction & Engineering Law
Consumer Protection
Copyright
Corporate Governance
Corporate Immigration
Corporate Investigations
Corporate Tax
Cybersecurity
Data Protection
Derivatives
Designs
Digital Business
Digital Health
Drug & Medical Device Litigation
Employment & Labour Law
Enforcement of Foreign Judgments
Environment & Climate Change Law
Environmental, Social & Governance Law
Family Law
Fintech
Foreign Direct Investment Regimes 

Franchise
Gambling
Insurance & Reinsurance
International Arbitration
Investor-State Arbitration
Lending & Secured Finance
Litigation & Dispute Resolution
Merger Control
Mergers & Acquisitions
Mining Law
Oil & Gas Regulation
Patents
Pharmaceutical Advertising
Private Client
Private Equity
Product Liability
Project Finance
Public Investment Funds
Public Procurement
Real Estate
Renewable Energy
Restructuring & Insolvency
Sanctions
Securitisation
Shipping Law
Technology Sourcing
Telecoms, Media & Internet
Trade Marks
Vertical Agreements and Dominant Firms

Current titles in the ICLG series

The International Comparative Legal Guides are published by:


	Chapter 32 - United Kingdom

